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SCHEDULE

9:00 Trademark Law Update
F Federal cases
F Trademark Trial and Appeal Board (TTAB) proceedings
Christopher Erickson, Tonkon Torp LLP, Portland
Cassandra Mercer, Lane Powell PC, Portland

10:00 Transition

10:05 2021 Patent Law Update
F Relevant patent decisions from the Supreme Court and Federal Circuit
F Developments at the Patent Office, including post-grant proceedings
Andrew Mason, Klarquist Sparkman LLP, Portland
Samuel Thacker, Klarquist Sparkman LLP, Portland

11:05 Break

11:15 Copyright Law Update
F Changes to fair use in 2021, including Oracle v. Google
F Enactment of the Copyright Claims Board
F Developing circuit split in the “Server Rule”
F Registration requirements after Fourth Estate v. Wall-Street.com
Leigh Gill, Immix Law Group PC, Portland

12:15 Transition

12:20 IP Ethics Roundup—Hot Topics in IP Practice
F Ethics cases and controversies from the past year
F Changing requirements at the USPTO
F Subject matter conflicts in patent prosecution
F Hot topics in the trademark and general IP practice
F Practical tips on how to stay compliant
Emil Ali, McCabe & Ali LLP, Encino, California

1:20 Adjourn
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FACULTY

Emil Ali, McCabe & Ali LLP, Encino, California. Mr. Ali provides legal representation of professionals 
across regulated industries to limit, defend, and deflect liability in regulatory and professional conduct 
investigations, enforcement actions, arbitrations, and court cases. His clients are licensed professionals 
including attorneys, investment advisors, broker-dealers, and registered representatives. Mr. Ali’s 
experience includes working within the United States Patent and Trademark Office Office of Enrollment 
and Discipline (OED). While at the OED, he helped promulgate the USPTO Rules of Professional 
Conduct. He is an adjunct professor of law at Lewis and Clark Law School, where he teaches legal 
ethics. He is an active member of the American Bar Association and a member of the Oregon State 
Bar, Intellectual Property Section, Securities Regulation Section, Diversity Law Section, and Unlawful 
Practice of Law Committee. Mr. Ali is admitted to practice law in California, the District of Columbia, and 
Oregon and is a USPTO registered patent attorney.

Christopher Erickson, Tonkon Torp LLP, Portland. Mr. Erickson focuses his practice on intellectual 
property matters. He helps companies register and protect their trademarks and service marks in the 
U.S. and throughout the world. He also advises companies on the value and business impacts of 
intellectual property, drafting and negotiating license agreements, technology and software purchase 
agreements, nondisclosure agreements, sponsorship agreements, and service agreements. He is also 
an active member of the International Trademark Association and a member of the Multnomah Bar 
Association.

Leigh Gill, Immix Law Group PC, Portland. Mr. Gill is a technology law attorney who guides clients 
through software licensing, digital rights licensing, artistic rights licensing, and intellectual property. His 
practice includes technology and intellectual property law, business law, and employment matters. He 
is a member of the American Bar Association, the Oregon State Bar Technology Law Section, and the 
Oregon State Bar Futures Committee. Mr. Gill is a regular CLE presenter, and he is admitted to practice 
in Oregon and Washington.

Andrew Mason, Klarquist Sparkman LLP, Portland. Mr. Mason’s practice encompasses all aspects of 
patent law, with a focus on litigation and USPTO post-grant review proceedings. A registered patent 
attorney and former circuit designer, Mr. Mason has prosecuted patents on technologies including 
electronic design automation (EDA), telecommunications, network infrastructure, media codecs, and 
control systems. He also has extensive experience working with foreign counsel on global patent 
litigation strategies and participated in patent trials in both Germany and the U.K. He is past vice chair 
of the Federal Circuit Bar Association, past chair of the Oregon Patent Law Association Salishan Patent 
Law Conference, and a former president of the Oregon Patent Law Association. Mr. Mason is admitted 
to practice in Oregon and Minnesota (inactive).

Cassandra Mercer, Lane Powell PC, Portland. Ms. Mercer advises clients on trademark matters, 
including developing intellectual property portfolios in the U.S. and abroad, trademark use and registration 
studies, prosecution of trademark applications, oppositions, and appeals. She also has experience with 
copyright registration, advising and enforcement matters, and patent enforcement matters. She has 
assisted with oppositions before the U.S. Patent and Trademark Office Trademark Trial and Appeal 
Board, supported well-known mark petitions in Latin America, and aided in prosecutions of trade dress 
in the U.S. Ms. Mercer is secretary of the Oregon State Bar Intellectual Property Section Executive 
Committee and a member of the Multnomah Bar Association.

Samuel Thacker, Klarquist Sparkman LLP, Portland. Mr. Thacker primarily assists on defensive 
litigation projects, including monitoring and assessing the risk of competitors’ patent portfolios, 
preparing noninfringement opinions, and invalidating competitors’ patents through post-grant Patent 
Office proceedings. He has experience working with a wide range of technologies, from mechanical 
technologies to electronics and software. He is registered with the U.S. Patent and Trademark Office.
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2021 
Trademark Year In Review: 

TTAB Proceedings

Chris Erickson
Tonkon  Torp  LLP

© 2020  T onkon  T o rp  LLP   |   t onkon . com

TTAB CASES:  
Inter Partes Proceedings

1. Chutter, Inc. v. Great Management Group, LLC / 
Great Concepts, LLC

2. Philanthropist.com, Inc. v. The General Conference 
Corporation of Seventh-day Adventists

3. The Coca-Cola Company v. Meenaxi Enterprise, Inc. 

4. The United States Olympic Committee v. 
Tempting Brands Netherlands B.V.
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Chutter ,  Inc .  v .  Great  Mgmt.  
Group,  LLC  /  Great  Concepts ,  LLC
2021 USPQ2d 1001 (TTAB 2021) [precedential]  

• Owner of DAN TANA’S trademark filed petition to cancel registration for 
DANTANNA’S on the ground of fraud. 

• Defendant’s attorney had filed Declaration of Use and Incontestability for 
DANTANNA’S, declaring that “there is no proceeding involving said rights pending and 
not disposed of either in the U.S. Patent and Trademark Office or in the courts.” 

• At the time of filing the Declaration, there were in fact two pending proceedings
• In re Bose Corp. (2009): In USPTO trademark cases involving allegations of fraud, the 

Federal Circuit has held that the intent to deceive must be “willful”  
• In this case, the TTAB held that the lesser standard of “reckless disregard” satisfies the 

requisite intent for fraud on the USPTO in trademark matters (and that the Defendant 
acted with reckless disregard in filing the Declaration of Use and Incontestability)

© 2020  T onkon  T o rp  LLP   |   t onkon . com

Phi lanthropist .com,  Inc.  v .  The Genera l  Conference 
Corp.  of  Seventh-day Advent is ts
2012 USPQ2d 643 (TTAB 2021) [precedential] 

• Petitioner sought cancellation of ADVENTIST® trademark registrations on the ground 
that ADVENTIST is “generic” as to the registered goods and services

• Registrant moved for summary judgment, challenging Petitioner’s entitlement to assert 
its claim (standing), as well as the merits of the genericness claim

• Petitioner was in the business of acquiring and selling domain names (including 
Adventist.com) and this dispute arose from a UDRP proceeding filed by the Registrant

• “A plaintiff is entitled to a statutory cause of action by demonstrating a real interest in 
the proceeding and a reasonable belief of damage” 

• All Petitioner ever did with the Adventist.com domain name is to hold it for future sale 
at an inflated price, or to redirect Internet users. 

• TTAB denied petition to cancel on basis that Petitioner did not meet the standing 
requirements
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The Coca-Cola Company v.  
Meenaxi  Enterprise,  Inc.
2021 U.S.P.Q.2d 709 (T.T.A.B. 2021) [precedential] 

• Coca-Cola successfully petitioned to cancel Meenaxi’s U.S. registrations 
for THUMS UP and LIMCA on the ground that Registrant misrepresented the source 
of the goods on which the marks are used, under Trademark Act Section 14(3)

• Coca-Cola alleged that Meenaxi registered Coca-Cola’s “internationally famous 
THUMS UP and LIMCA marks in a blatant attempt to deceive United States 
consumers into believing that its soda products are the U.S. versions of the THUMS 
UP and LIMCA products sold by [Coca-Cola] in India.”

• Section 14(3) requires that the respondent is deliberately passing off its goods as 
those of another (not just willful use of a confusingly similar mark)

• TTAB held that reputation of Coca-Cola’s trademarks in India “would extend tot the 
United States,” especially among significant population of Indian-American consumers

• Coca-Cola’s standing based in large part on trademark rights in India 

© 2020  T onkon  T o rp  LLP   |   t onkon . com

The United States  Olympic  Comm. 
v .  Tempting  Brands  NL B.V.
2021 USPQ2d 164 (TTAB 2021) [precedential] 

• USOC filed notice of opposition against application for PIERRE DE COUBERTIN (for 
clothing and jewelry products) on the basis of “false suggestion of a connection” with 
USOC and “the Olympic Games as a whole” under Section 2(a)

• Pierre de Coubertin was a 19th century French baron who is described as the “father of 
the modern Olympics” – he founded the IOC, designed the Olympic Rings logo, etc. 

• USOC did not own a U.S. registration for PIERRE DE COUBERTIN, but rather alleged 
that Applicant’s use of PIERRE DE COUBERTIN “falsely suggested” a connection with 
the USOC, given Mr. de Coubertin’s role in establishing the modern Olympics

• TTAB rules in favor of Applicant, rejecting the USOC’s claim on the general basis that 
consumers do not view PIERRE DE COUBERTIN so closely with USOC that they 
recognize it as USOC’s name, nickname, identity, or persona.  
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TTAB CASES:  
Ex Parte Proceedings

1. In re Dolce Vita Footwear, Inc.
2. In re Dimarzio, Inc.
3. In re Taverna Izakaya LLC
4. In re Maugus Manufacturing, Inc.

© 2020  T onkon  T o rp  LLP   |   t onkon . com

In re Dolce Vita Footwear, Inc.
2021 USPQ2d 478 and 479 (TTAB 2021) [precedential] 

• Applicant sought to register CLEAR for luggage and bag products in Class 18
• USPTO Examiner refused on the grounds that the mark is “deceptively misdescriptive” 

of the goods
• Applicant’s goods are not transparent (and as such, claimed Applicant, CLEAR was not 

merely descriptive)
• Refusal upheld because: (1) CLEAR is merely descriptive of Applicant’s goods in that 

the public will believe that Applicant provides transparent bags; (2) it is plausible that 
Applicant’s bags would possess such a feature because the evidence shows that clear 
bags common; and (3) a reasonably prudent purchaser is likely to believe the 
representation (implied by the word “clear”)

• TTAB unpersuaded by Applicant’s argument that consumers won’t believe the 
misrepresentation because bags are displayed to potential buyers at the point of 
purchase for visual inspection
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In re Dimarzio, Inc.
2021 USPQ2d 1191 (TTAB 2021) [precedential] 

• Applicant sought to register the color “cream” for electronic guitar pickups
• Examiner refused registration on the grounds that the Applicant did not show 

that the color mark had “acquired distinctiveness”
• Applicant’s evidence included unpersuasive “fill-in-the-black” declarations and 

use of the color mark since 1979.  
• However, TTAB pointed out that long-time use of a supposed mark does not 

alone establish acquired distinctiveness
• TTAB noted that Applicant’s use of the color cream on guitar pickups was not 

exclusive, and that Applicant sold its products in a variety of colors

© 2020  T onkon  T o rp  LLP   |   t onkon . com

In re Taverna Izakaya LLC
2021 USPQ2d 1134 (TTAB 2021) [precedential] 

• Applicant sought to register TAVERNA COSTERA for restaurant services
• USPTO Examiner applied the doctrine of foreign equivalents and refused 

registration on the basis that TAVERNA COSTERA (translated to English as 
“COASTAL TAVERN”) was merely descriptive

• However, the Applicant asserted – and the TTAB agreed – that “TAVERNA” 
was an Italian or Greek word for “TAVERN” whereas “COSTERA” was a 
Spanish word for “COASTAL.” 

• TTAB holds that application of doctrine of foreign equivalents inappropriate 
because consumers would not “stop and translate” marks comprised of terms in 
multiple languages
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In re Maugus Manufacturing, Inc.
2021 USPQ2d 1100 (TTAB 2021) [precedential]  

• Applicant sought to register DRINK MORE BEER, for growler caps
• USPTO Examiner refused registration on the ground that it “fails to 

function as a trademark.”  
• TTAB affirmed the refusal. 
• To be registrable, a proposed trademark must function as a source 

indicator in the eyes of relevant consumers. 
• Applicant’s specimens of use showed that it uses the trademark NNBC 

to identify and distinguish the source of its growler caps; whereas 
DRINK MORE BEER “merely identifies optional wording that may 
appear on one of the products, or one of the available styles for the 
product sold, under the NNBC mark.” 

© 2020  T onkon  T o rp  LLP   |   t onkon . com

THANK YOU
Chris Erickson
chris.erickson@tonkon.com
503.802.2177 
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2021 
Trademark Year In Review:

Federal Courts

2021 
Trademark Year In Review:

Federal Courts

14, Feb 14, 22 © 2022 Lane Powell PC1

Cassandra Mercer

Brooklyn Brewery Corp. v. Brooklyn Brew Shop

17 F.4th 129 (Fed. Cir. Oct. 27, 2021)

• Brooklyn Brewery petitioned to cancel Brooklyn Brew Shop’s 
(BBS) registration for BROOKLYN BREW SHOP for beer-making 
kits, and opposed BBS’s pending application for BROOKLYN 
BREW SHOP logo in for beers, other beverages, and beer-making 
kits in class 32, and sanitizing preparations in class 5.

• TTAB denied petition for cancellation, and among other things, 
denied Brewery’s opposition to sanitizing solutions.

• Brewery appealed; on appeal BBS argued Brewery does not have 
Article III standing or statutory standing to appeal as to the 
sanitizing solutions.

• Case of first impression for Article III standing and trademarks.

14, Feb 14, 22 © 2022 Lane Powell PC2
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Brooklyn Brewery Corp. v. Brooklyn Brew Shop

• Court followed its patent cases in requiring Article III standing in addition to statutory 
standing. 

• “[T]he requirement of injury in fact is a hard floor of Article III jurisdiction that cannot 
be removed by statute.”

• To establish injury in fact in a trademark case, an opposer must demonstrate a 
concrete and particularized risk of interference with the rights that flow to it from 
registration of its own mark, or some other Article III injury. … [for example that] 
registration and use of the mark would cause the opposer concrete and particularized 
harm.”

• “[T]he issue for likelihood-of-confusion or descriptiveness purposes is typically
whether the challenger and registrant compete in the same line of business and failure 
to cancel an existing mark, or to refuse registration of a new mark, would be likely to 
cause the opposer competitive injury.”
• Bold text show changes made to Oct. 27,2022 opinion in errata issued Jan. 18, 2022

14, Feb 14, 22 © 2022 Lane Powell PC3

Piano Factory Grp., Inc. v. Schiedmayer
Celesta GmbH

11 F.4th 1363 (Fed. Cir. Sept. 1, 2021)

• Defendant in cancellation proceeding lost at TTAB and appealed, arguing, inter alia, that 
the administrative trademark judges (ATJ) of the TTAB are unconstitutionally appointed.

• After arguments were filed, Arthrex issued regarding PTAB.
• Trademark Modernization Act specifically affirmed that Director of USPTO has authority to 

review TTAB decisions.
• However, even before TMA, the Lanham Act had no statutory restraints on the Director’s 

authority.
• In 1999, the IP and Communications Omnibus Reform Act removed the requirement that the TTAB sit 

in panels of 3 judges, and specified that the Director is a member of the Board

• Section 18 of the Lanham Act has long granted the Director broad authority to refuse to register a 
mark or cancel a registration

• Arthrex created a regime for the PTAB similar to what was already in place for TTAB before the TMA

14, Feb 14, 22 © 2022 Lane Powell PC4
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Soc. Techs. LLC v. Apple Inc.
4 F.4th 811 (9th Cir. July 13, 2021)
• Apple filed petition for cancellation against Social Technologies at TTAB; Social 

Technologies then filed trademark infringement suit against Apple in N.D. Cal. District 
Court entered summary judgment for Apple; Social Tech appealed. 

• Apple argued Social Tech’s registration was invalid, won on summary judgement, Social 
Technologies appealed

• Social Tech had earlier filing date, promotional activities, internal investment, and use 
(5,000 downloads), but also evidence of intent to use registration to sue Apple

• Court considers the totality of the circumstances to determine whether the “use in 
commerce” requirement has been satisfied

• “While at the time of its original intent-to-use filing, Social Tech may have had some 
commercial intent to develop the Memoji application, at the time it filed its Statement 
of Use, its use of the MEMOJI mark was ‘made merely to reserve a right in the mark.’”

• “The totality of the record permits only one conclusion: that Social Tech's continued 
pursuit of trademark registration with the USPTO was based on token use for the 
purposes of reserving its trademark rights.”

14, Feb 14, 22 © 2022 Lane Powell PC5

Functionality Cases on Petition for Writ of Certiorari

Ezaki Glico Kabushiki Kaisha v. Lotte Int'l Am. Corp., 986 F.3d 250 (3d 
Cir.), as amended (Mar. 10, 2021), cert. denied sub nom. Kaisha v. Lotte 
Int'l Am. Corp., 142 S. Ct. 420 (Nov. 1, 2021)

• Petition for Rehearing filed on Petition for a Writ of Certiorari, Nov. 23, 2021

• Request to vacate Court’s order denying cert and hold the petition until the Court’s 
final disposition of Sulzer Mixpac AG v. A&N Trading Co. et al., No. 21-417

• Sulzer Mixpac AG v.  A&N Trading Co., 988 F.3d 174 (2d Cir. Feb. 18, 
2021)
• Response requested Nov. 8, 2021; briefing in progress

• A&N Trading Co. brief in opposition of cert filed Feb. 7, 2022

14, Feb 14, 22 © 2022 Lane Powell PC6
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Ezaki Glico Kabushiki Kaisha v. Lotte Int'l Am. Corp.

• Ezaki Glico sued Lotte Int’l for infringement of its trade dress for the 
shape of the Pocky cookie stick. D.N.J. entered summary judgment for 
Glico. On appeal, Lotte argued that the trade dress is functional. 

• Glico – “essential to use or purpose of an article” or “affects cost or 
quality of the article.” (used in Second Circuit)

• Third Circuit – functional means useful. “A design is not functional if 
all it does is identify its maker… But if a design gives a product an edge 
in usefulness, then it is functional.”  

• Third Circuit recognizes the two tests proposed by Glico but also points 
to third test: “[A] feature is functional and unprotected if the ‘exclusive 
use of [the feature] would put competitors at a significant non-
reputation-related disadvantage.’”

• Court says design makes cookies work better as a snack – handle and 
compact shape better for eating, sharing, and packing in a box

• Glico itself advertises the “convenient design.”

• Alternative designs do not prevent functionality here. 

14, Feb 14, 22 © 2022 Lane Powell PC7

Sulzer Mixpac AG v.  A&N Trading Co.

• Sulzer Mixpac suing A&N Trading for infringement of trade dress for “Candy 
Color” color-coded dental adhesive mixing tips. S.D.N.Y. held trade dress was 
non-functional because color adds to cost. A&N appealed and argued the 
trade dress is functional.  

• Sulzer Mixpac argued color is not essential to use, and it actually makes the 
product more expensive to make. 

• A&N did not dispute this, but argued color coding helps user identify useful 
characteristics, such as size. Therefore, the color does affect the quality and 
is essential to how the tips are intended to be used.  

• Third Circuit did not agree that the feature was essential, but agreed color  
affects quality. The functionality doctrine does not require that a product's 
functional feature be the only reason why relevant consumers purchase it. 

• Question on certiorari: “whether any degree of utility categorically renders a 
product feature functional and thus ineligible for federal trademark 
protection under the Lanham Act”

• Amicus curiae briefs in support of petition for certiorari from INTA International Anti-
Counterfeiting Coalition, Industrial Designers Society of America, Inc. and SWISSMEM, 
and 3 law professors

14, Feb 14, 22 © 2022 Lane Powell PC8



Chapter 1B—Presentation Slides: 2021 Trademark Year In Review: Federal Courts

 1B–5Intellectual Property Review—Updates and Changes from 2021

Select Comfort Corp. v. Baxter
996 F.3d 925 (8th Cir. May 11, 2021)
• Plaintiff owns SLEEPNUMBER, SELECT COMFORT, COMFORTAIRE, etc. for beds. Defendants 

sell beds at personalcomfortbed.com and via a call center. 
• Defendants employed words or phrases identical or confusingly similar to Plaintiffs’ 

trademarks in various online advertising formats – domain names, search inquiry paid 
terms, embedded links, text in advertisements.

• At summary judgment, D. Minn. Rejected, as a matter of law, theory of pre-sale confusion. 
Case proceeded to trial on infringement, dilution, unfair competition and false advertising 
claims, mixed verdict. 

• 2010 case Sensient Techs. Corp. v. SensoryEffects Flavor Co. did not specifically adopt 
initial interest confusion, but held no initial interest confusion where consumers were 
sophisticated and purchased goods after a collaborative process. 

• Here, Eighth Circuit officially adopted the theory, without overturning Sensient Techs. Result 
– “when a jury question exists as to the issue of consumer sophistication, a plaintiff should 
not be barred from proving presale, initial-interest confusion.”

• Sophisticated purchaser defense treated differently in other jurisdictions, e.g., Fed. Cir., 
Third Cir., N.D. Ill.

14, Feb 14, 22 © 2022 Lane Powell PC9

Ironhawk Techs., Inc. v. Dropbox, Inc.

2 F.4th 1150 (9th Cir. April 20,2021)

• Ironhawk sued Dropbox for infringement of SMARTSYNC. C.D. Cal. granted summary 
judgment to Dropbox, holding no reasonable jury could find that Ironhawk could 
prevail. Ironhawk appealed on theory of reverse confusion.

• Ninth Circuit held summary judgment was inappropriate - genuine issues of material 
fact remain as to the relevant consuming public and all Sleekcraft factors.

• District Court erred in finding commercial strength of Dropbox’s mark did not matter 
because Ironhawk mark was “weak”

• District Court erred in analysis of how house mark DROPBOX interacts with SMART 
SYNC

• Dropbox sophisticated consumer argument fails at summary judgment due to evidence 
of actual confusion among the sophisticated consumers

• Dissent, Judge Tashima: Majority errs in failing to consider type of commercial 
consumers, high degree of sophistication needed for purchases of Ironhawk’s product 

14, Feb 14, 22 © 2022 Lane Powell PC10
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Belmora LLC v. Bayer Consumer Care AG

987 F.3d 284, 293 (4th Cir. Feb. 2, 2021), cert. denied, 142 S. Ct. 483, 211 L. Ed. 2d 293 (Nov. 15, 
2021)

• Bayer cancelled Belmora’s FLANAX registration in the U.S., and Belmora appealed. In another district, 
Bayer sued Belmora under § 43(a) for infringement of FLANAX mark and under state law claims. Cases 
were consolidated. On remand from earlier Fourth Circuit appeal, E.D. Va. granted summary 
judgement to Belmora but affirmed cancellation of registration. Both parties appealed.

• E.D. Va. held that Bayer’s suit was time-barred. Lanham Act does not contain a defined statute of 
limitations for § 43 claims, District Court used the most closely analogous statute of limitations under 
state law.

• Fourth Circuit held laches applies for Bayer’s § 43 claim, not the state statute of limitations. (District 
Court also failed to consider whether state law claims were tolled.)

• Laches is presumed to bar § 43(a) claims filed outside the analogous limitations period… But “whether 
a Lanham Act claim has been brought within the analogous state statute of limitations is not the sole 
indicator of whether laches may be applied in a particular case.”

• Fourth Circuit instructed District Court to consider two factors to determine if Bayer can overcome the 
presumption: (1) whether Bayer knew of Belmora's adverse use of the FLANAX mark, (2) whether 
Bayer's delay in challenging that use “was inexcusable or unreasonable,” and (3) whether Belmora
“has been unduly prejudiced” by Bayer's delay.

14, Feb 14, 22 © 2022 Lane Powell PC11

Suzie's Brewery Co. v. Anheuser-Busch Companies, LLC

519 F. Supp. 3d 839 (D. Or. Feb. 9, 2021)

• Suit based on false advertising under §43(a) of the Lanham Act

• Order granting motion for TRO

• Applied the presumption of irreparable harm from the Trademark 
Modernization Act of 2020

• Section 34(a) of the Lanham Act, 15 U.S.C. § 1116(a)

14, Feb 14, 22 © 2022 Lane Powell PC12
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THANK YOU

14, Feb 14, 22 © 2022 Lane Powell PC13

Cassandra Mercer
mercerc@lanepowell.com
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2021 
PATENT LAW UPDATE

February 18, 2022
Sam Thacker & Andy Mason

- S. Ct. Decisions

- Federal Circuit Decisions

- USPTO
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S. Ct. Decisions

4

Minerva v. Hologic – 141 S. Ct. 2298

Truckai Patent Assignment of Truckai
Portfolio to Hologic

Hologic Seeks, and 
Receives, Broader 

Claims

Hologic Asserts Broader Claim 
Against New Truckai Company 

(Minerva)

• Issue: scope of assignor estoppel
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5

Minerva v. Hologic – 141 S. Ct. 2298 (2021)

• Assignor estoppel remains a viable shield against certain defenses, but “applies only 
when the assignor’s claim of invalidity contradicts explicit or implicit representations he 
made in assigning the patent”

• A doctrine grounded in equity must “stay attached to its equitable moorings” 

• No estoppel when
• “assignment occurs before an inventor can possibly make a warranty of validity as to specific 

patent claims” (e.g., at beginning of application process)
• “later legal development renders irrelevant the warranty given at the time of assignment”
• “a post-assignment change in patent claims can remove the rationale for applying assignor 

estoppel” (e.g., inventor assigns application not issued patent, and assignee enlarges claim 
scope at USPTO)

6

Minerva v. Hologic – 141 S. Ct. 2298 (2021)

• Practice Tips:
• Be wary of general assignments, e.g., as part of an employment agreement

• Application-specific assignments minimize risk

• Be wary of post-assignment change in claim scope, e.g., broader continuation claims
• Post-allowance affirmation by inventor(s), perhaps as part of any patent bonus?
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7

United States v. Arthrex – 141 S. Ct. 1970

• Issue: whether PTAB APJs violate the Appointments Clause

• Held: 
• APJs unconstitutional “principal officers” because not appointed by President
• An inferior officer must be “directed and supervised at some level by others who were 

appointed by Presidential nomination with the advice and consent of the Senate”

• Remedy: right to Director review of PTAB final written decisions

Fed. Cir. Decisions
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9

Overview • Section 101
• Yu v. Apple
• CosmoKey v. Duo Sec.

• Section 112
• Amgen Inc. v. Sanofi, Aventisub LLC
• Juno Therapeutics, Inc. v. Kite Pharma, Inc.

• Design Patent Prior Art
• In re SurgiSil, L.L.P.

• Serial Post-Grant Challenges
• In re Vivint, Inc.

• Reasonable Expectation of Success (Obviousness)
• Eli Lilly & Co. v. Teva Pharms. Int'l GmbH
• Teva Pharms. USA, Inc. v. Corcept Therapeutics, Inc.

• Teaching Away (Obviousness)
• Chemours Company FC, LLC v. Daikin Industries, LTD. 

• Pleading Requirements
• Bot M8 LLC v. Sony Corp. of Am.

• Willful Infringement Standard & Enhanced Damages
• SRI Int'l, Inc. v. Cisco Sys., Inc. 

• Prosecution Laches
• Hyatt v. Hirshfeld

10

Section 101

Current Alice Test:
• First, is the claim “directed to” a patent-ineligible 

concept, i.e., laws of nature, natural phenomena, 
and abstract ideas?

• Second, “we consider the elements of each claim 
both individually and ‘as an ordered combination’ 
to determine whether the additional elements 
‘transform the nature of the claim’ into a patent-
eligible application.
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11

Yu v. Apple – 1 F.4th 1040
(Prost, Taranto) (Newman dissent)

•Key Issue: 
Whether a claim that recites 
a specific hardware 
configuration may be 
ineligible under Section 101

12

Yu v. Apple – 1 F.4th 1040

1. An improved digital camera comprising:
a first and a second image sensor closely positioned with respect to a common 

plane, said second image sensor sensitive to a full region of visible color spectrum;
two lenses, each being mounted in front of one of said two image sensors;
said first image sensor producing a first image and said second image sensor producing a second image;
an analog-to-digital converting circuitry coupled to said first and said second image sensor and digitizing 

said first and said second intensity images to produce correspondingly a first digital image and a second digital image;
an image memory, coupled to said analog-to-digital converting circuitry, for storing said first digital image 

and said second digital image; and
a digital image processor, coupled to said image memory and receiving said first digital image and said 

second digital image, producing a resultant digital image from said first digital image enhanced with said second 
digital image.
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13

Yu v. Apple – 1 F.4th 1040

• D. Ct.: Granted FRCP 12(b)(6) motion to dismiss for lack of patentable subject matter
• Step 1: “abstract idea of taking two pictures and using those pictures to enhance each other 

in some way”
• Step 2: “complete absence of any facts showing that the[ ] [claimed] elements were not well-

known, routine, and conventional”

• Fed. Cir.:
• Step 1: claim 1 “directed to a result or effect that itself is the abstract idea and merely 

invoke[s] generic processes and machinery” rather than “a specific means or method that 
improves the relevant technology”

• “the mismatch between the specification . . . and the breadth of claim 1 underscores that the 
focus of the claimed advance is the abstract idea and not the particular configuration 
discussed in the specification that allegedly departs from the prior art”o

14

Yu v. Apple – 1 F.4th 1040

• TIP: tie your claims to alleged improvement in spec.

• TIP: claim specific manner for achieving claimed result
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15

CosmoKey v. Duo Sec. – 15 F.4th 1091
(Stoll, O’Malley, Reyna) (Reyna Concurrence)

1. A method of authenticating a user to a transaction at a terminal, comprising the steps of:
transmitting a user identification from the terminal to a transaction partner via a first communication 

channel,
providing an authentication step in which an authentication device uses a second communication 

channel for checking an authentication function that is implemented in a mobile device of the user,
as a criterion for deciding whether the authentication to the transaction shall be granted or denied, 

having the authentication device check whether a predetermined time relation exists between the transmission 
of the user identification and a response from the second communication channel,

ensuring that the authentication function is normally inactive and is activated by the user only 
preliminarily for the transaction,

ensuring that said response from the second communication channel includes information that the 
authentication function is active, and

thereafter ensuring that the authentication function is automatically deactivated.

16

CosmoKey v. Duo Sec. – 15 F.4th 1091

• D. Ct.: 12b6 dismissal for lack of patentable subject matter
• claims “directed to the abstract idea of authentication . . . the verification of identity to permit access”

• Fed. Cir.:
• Step 1: Questioned whether claims directed to abstract idea because of narrow focus and tie to written 

description, but … did not resolve because claims cleared step 2 (but see J. Reyna dissent) 
• Step 2: “The ’903 patent claims and specification recite a specific improvement to authentication that 

increases security, prevents unauthorized access by a third party, is easily implemented, and can 
advantageously be carried out with mobile devices of low complexity.”

• Tip: 
• explain the inventive concept/benefit/advantage and don’t just recite the result in the claim; 

also provide the why/how 
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17

Other Section 101 Tidbits

• American Axle – S. Ct. CVSG brief forthcoming
• Judge Moore dissent at CAFC
• 6-6 deadlock on CAFC rehearing request
• Am. Axle Cert. Pet. Reply: 

“A patent that poses no threat of improperly tying up a law of nature is not ‘directed to’ such a law.”

• In re Zhu, Fed. Cir. Case No. 2021-1761
• Remanded upon unopposed motion by USPTO
• Appellee brief:

“rather than evaluating the claims as though the invention improved computer functionality, the board 
incorrectly analyzed them as if they used a computer to improve other technology”

18

Section 112

• Amgen Inc. v. Sanofi, Aventisub LLC – enablement

• Juno Therapeutics, Inc. v. Kite Pharma, Inc. – written description
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19

Amgen Inc. v. Sanofi, Aventisub LLC
987 F.3d 1080 (Fed. Cir. 2021) (Lourie, Prost, Hughes)

• Issue:
• Enablement of broad, functional pharmaceutical claims

• Background:
• Claims recite functional language for antibodies that bind to and block a specific enzyme
• Specification describes structure of a few possible antibodies, but claims encompass millions 

of other possible candidates

• Holding + Reasoning:
• Invalid for lack of enablement

• Undue experimentation required to practice the claims’ full scope
• Unpredictable field; difficult to predict how changes to antibody structure would affect binding
• Too much trial-and-error experimentation to identify those antibodies that would provide claimed 

functions / results

20

Amgen patent claims create 
a broad “fence” that 
encompasses countless 
antibodies that achieve the 
claimed function

Sanofi also has later-priority 
patent claim on specific 
antibody (sold as Praluent) –
that antibody not described 
in written description of 
Amgen patent

Amgen Inc. v. Sanofi, Aventisub LLC
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21

Amgen Inc. v. Sanofi, Aventisub LLC
• Takeaways:

• Don’t forget the Wands factors

• Don’t forget that the full scope of the claim must be enabled, i.e., if you claim a genus, that 
full genus must be properly supported

• Make sure claim scope correlates to the embodiments described in the specification

22

Drawing a broad fence around subject matter, without 
filling in the holes, is not inventing the genus
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23

Ideally, the full fence would be completely enabled

24

Or, the fence would need to be shrunk to capture only 
what is enabled
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25

Or, the disclosure is further developed so that nearly 
all the holes are filled in

26

• Issue:
• Written description support for broad, functional genus claims

• Background:
• Juno’s patent claims recite a binding element, but describe it only by its function:

• a binding element that selectively binds to a transmembrane protein expressed in certain cancers
• Claims cover “millions of billions” of possible elements; specification provides only one 

example

• Holding + Reasoning:
• Invalid for lack of written description
• POSITA unable to determine full scope of claims because

• Unpredictable field and specification provides no teaching on how to discern the binding elements 
that would successfully bind to CD19 from those that wouldn’t

• Relatively new field with few examples to help convey what the inventor had possession of

Juno v. Kite
10 F.4th 1330 (Fed. Cir. 2021) (Moore, Prost, O’Malley)
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27

Design Patent Prior Art

• In re SurgiSil, L.L.P. 

28

In re SurgiSil, L.L.P. 
14 F.4th 1380 (Fed. Cir. 2021) (Moore, Newman, O’Malley)

• Issue:
• Is the scope of a design patent claim limited to its identified article of manufacture? 

• Holding + Reasoning:
• Yes, scope of design patent claim is limited to its recited article of manufacture
• Claim at issue not anticipated by prior art because prior art is directed to a different article of 

manufacture (art tool vs. lip implant)
• Builds on previous 2019 Curver decision

Claimed Lip Implant Art Tool of Prior Art



Chapter 2—Presentation Slides: 2021 Patent Law Update

 2–15Intellectual Property Review—Updates and Changes from 2021

29

Serial Post-Grant Challenges

• In re Vivint, Inc. 

30

In re Vivint, Inc. 
14 F.4th 1342 (Fed. Cir. 2021) (Moore, Schall, O’Malley)

• Issue:
• Impact of § 325(d) denial of an IPR for abusive filing practices on future Ex Parte Reexams

• Background:

• Holding:
• PTO abused discretion by not terminating reexam., after it had previously found nearly 

identical IPR Petition to be an abuse of process

Alarm’s 3 serial IPR
Petitions all Denied

Alarm’s Nearly Identical 
Reexam Instituted

PTO Denies Vivint’s Motion 
to Terminate Reexam

Vivint Appeals 
to Fed. Cir.
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31

Takeaways

• Beware Section 325(d) in reexaminations – could we eventually see the PTO 
tightening policy on serial reexamination requests?

• Fintiv and Vivint – Between a rock and hard place? 

32

Reasonable Expectation of Success
(Obviousness)

• Eli Lilly & Co. v. Teva Pharms. Int'l GmbH

• Teva Pharms. USA, Inc. v. Corcept Therapeutics, Inc.
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33

Eli Lilly & Co. v. Teva Pharms. Int'l GmbH 
8 F.4th 1331 (Fed. Cir. 2021) (Lourie, Bryson, O’Malley)

• PTAB upheld Teva patents in IPR, finding no reasonable expectation of success 
that proposed combination would function in a way that met the claims

• Patent - antibody binds to CGRP to
treat headache

• Primary prior art reference - bind to
receptor to treat headache

• Secondary prior art reference -
antibody that binds to exogenously
introduced CGRP, not for headache

Headache
Exogenously 

Introduced CGRP

CGRP

Receptor

34

Eli Lilly & Co. v. Teva Pharms. Int'l GmbH 

• Holding:
• Petitioner did not demonstrate that a POSITA would have reasonably expected to succeed 

in treating headaches by administering the proposed prior art combination’s drug

• Reasoning:
• Insufficient evidence that the CGRP-binding drug could cross blood-brain barrier 

• Secondary reference’s drug binds to exogenous CGRP
• Insufficient evidence it could cross the blood-brain barrier (BBB) and reach the site of 

endogenous CGRP in the synaptic cleft (space between neurons).

• Insufficient evidence that prior art combination’s drug could treat headaches w/o crossing 
the BBB
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35

Teva Pharms. USA, Inc. v. Corcept Therapeutics, Inc. 
18 F.4th 1377 (Fed. Cir. 2021) (Moore, Newman, Reyna)

• Issue: reasonable expectation of success for same drug but different dosage?
•
• Background:

• Holding + Reasoning:
• No REOS in being able to safely administer the drug at the higher, claimed dosage since 

the label explicitly instructed to not exceed a much lower dosage.  
• Affirms PTAB decision to uphold the claims.

PO’s Own Prior Art Label 
Caps Dosage at X

PO Finds Dosage 
of 2X to be Safe

PO Obtains Patent on 
Dosage of 2X

Teva Challenges 
Patent as Obvious

36

Takeaways

• REOS matters!

• Don’t shortchange it in IPR Petitions and other post-grant challenges

• Push back on Examiners who don’t adequately address it during prosecution of applications
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37

Teaching Away (Obviousness)

• Chemours Company FC, LLC v. Daikin Industries, LTD. 

38

Chemours v. Daikin
4 F.4th 1370 (Fed. Cir.) (Reyna, Newman, Dyk*)

• Prosecution: consider “teaching away” arguments even when not clearly 
expressed in reference.

• IPR/Lit.: be wary of “teaching away” arguments and, especially in IPR, address 
those possible arguments with record evidence that is tied directly to the 
problem being solved.
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39

Willful Infringement Standard & Enhanced 
Damages

• SRI Int'l, Inc. v. Cisco Sys., Inc.

40

SRI Int'l, Inc. v. Cisco Sys., Inc.
14 F.4th 1323 (Fed. Cir. 2021) (Stoll, Lourie, O’Malley)

• Issue:
• Willful infringement standard - does it require wanton, malicious, and bad-faith behavior?

• Background:
• 2nd time this case reaches the Fed. Cir.
• 1st time, Fed. Cir. reversed D. Ct. finding of willful infringement before notice and appeared 

to suggest in its remand that willful infringement required wanton, malicious, and bad-faith 
behavior

• On remand, D. Ct. found no infringement by Cisco after notice.
• SRI appeals.
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41

SRI Int'l, Inc. v. Cisco Sys., Inc.

• Holding + Reasoning:
• Fed. Cir. clarifies that willful infringement requires only “deliberate or intentional” 

infringement
• Cisco willfully infringed because it actively induced infringement after notice and did not 

have reasonable invalidity and non-infringement defenses
• Reinstates D. Ct.’s original award of enhanced damages and attorney fees because of 

Cisco’s litigation conduct (pursuing a weak case in an aggressive manner), its large size, its 
disdain for SRI, and its complete lack of success during SJ and trial

Cisco receives notice of 
SRI’s ‘615 and ‘203

patents
Willful Infringement

No Willful Infringement

42

Takeaways

• Willful infringement standard clarified: requires only “deliberate or intentional 
infringement”

• Be careful fighting uphill battles
• Aggressively pushing a “weak case,” especially for a large, well-funded client risks 

enhanced damages and/or attorney fees
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43

Pleading Requirements

• Bot M8 LLC v. Sony Corp. of Am.

44

Bot M8 LLC v. Sony Corp. of Am.
4 F.4th 1342 (Fed. Cir. 2021) (O’Malley, Dyk, Lin)

• When in doubt, plead in the alternative

• Avoid conclusory allegations that only track claim language

• Do what the court asks
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45

Prosecution Laches

• Hyatt v. Hirshfeld

46

Hyatt v. Hirshfeld
998 F.3d 1347 (Fed. Cir. 2021) (Reyna, Wallach, Hughes)

• Issue:
• Applicability of prosecution laches to pending applications

• Takeaways:
• Prosecution laches “applies only in egregious cases of unreasonable and unexplained 

delay in prosecution”
• “totality of circumstances” including prosecution activity in related cases and overall delay
• An unreasonable and unexplained prosecution delay of six years or more raises a 

presumption of prejudice
• Prosecution laches is exceedingly rare but can be important

• D. Ct. in Personalized Media Communications LLC v. Apple Inc., relied on Hyatt to erase a $308 
million verdict against Apple. Case No. 2:15-cv-01366, (E.D. Tex.)



Chapter 2—Presentation Slides: 2021 Patent Law Update

 2–24Intellectual Property Review—Updates and Changes from 2021

USPTO

48

IPR Discretionary Denial Under Fintiv & Section 314(a) 

• Discretionary denials in view of parallel litigation – Fintiv made precedential in May 2020

• 2020 a record year, ~7% of petitions denied under Fintiv

• 2021 slightly lower, ~6.7% of petitions denied under Fintiv
• But … most in first quarter, trending downwards since then

• Parties adjusted
• Calculated use of stipulations to not pursue certain prior art invalidity defenses in litigation
• Use of reexams instead of IPRs (esp. if sued in W.D. Tex.)
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49

IPR Discretionary Denial Intersects With Venue

. . .

Nov. 2, 2021 Letter from Sen. Thom Tillis to Acting Director Hirshfeld

50

Other Fintiv Tidbits

• No right of appeal. E.g., Mylan v. Janssen (Fed. Cir. March 12, 2021)

• Rule-making? – USPTO RFC closed December 3, 2020

• Apple et al. v. Hirshfeld, No. 5:20-cv-06128 (N.D. Cal.)

• US Inventor et al. v. Hirshfeld, No. 2:21-cv-00047 (E.D. Tex.)
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51

Resurgence of Ex Parte Reexams

• 2020 to 2021, reexamination requests increased by 
47% (216318)

• PTAB petitions dropped ~12% (15131333)

• See Vivint

52

Departure of USPTO Director Iancu

• Pro patent

• Section 101 and 112 Guidance (2019)

• IPR:
• Change from BRI to D. Ct. claim construction standard
• General Plastics cut off serial petitions
• IPR: Fintiv curbed IPR in some venues



Chapter 2—Presentation Slides: 2021 Patent Law Update

 2–27Intellectual Property Review—Updates and Changes from 2021

53

New USPTO Director? 

• Kathi Vidal:
• Winston & Strawn
• Fish & Richardson
• MSEE

• Nomination process:
• Nominated October 2021
• Favorable Judiciary C’ee report on January 13, 2022
• https://www.congress.gov/nomination/117th-

congress/1326

Thank You

https://www.congress.gov/nomination/117th-congress/1326
https://www.congress.gov/nomination/117th-congress/1326
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Copyright Year in Review 
2021 

 
Leigh F. Gill 

Immix Law Group 
Portland, Oregon 

 
 If I turn the calendar back to January 2020, I see a variety of business trips and plans that 
had been made. Travelling to California, late February, for two days – I remember being on that 
airplane. Again to California late March for four days – I didn’t get on that plane, as the meeting 
was cancelled. To DC in April for a few days of work and a long weekend – cancelled. To Seattle 
in May for a week – cancelled. As it turned out, 2020 was the year we went virtual in a big way, 
but for a time it seemed everything was cancelled. But shortly after everything was cancelled, the 
business clients I work with started calling as the technology for virtual life was in high demand.  
 In his seminal essay The Law of the Horse – What Cyberlaw Might Teach, Professor 
Lawrence Lessig examined why application of long established law, or the adoption of new 
regulation, would be fundamentally different when applied to “cyberspace.”1 Since the shutdowns 
of 2020 we have seen new US copyright law develop – the CASE Act was passed, the Copyright 
Office released its eagerly awaited §512 report, and at long last a decision was issued in Google v. 
Oracle’s nearly decade-long copyright and fair use case. But I would argue that it’s the practical 
changes that are of as-great consequence for us to learn how copyright is developing. When 
existing law is applied to new technology, or use of technology expands in unexpected ways, we 
learn something about the existing law. Those trends continued in 2021. 
 There may be conclusions to be drawn from the positive law developed in the past year, 
whether that’s adoption of the CASE Act to reduce the burdens on copyright holders in asserting 
their rights in a small claims setting, or case law such as Google v. Oracle2 identifying 
“declarations” in the context of a software language as being less protectible, but the interstices 
between positive law developments are informative as well. If a technology practice becomes 
common because of necessity in response to a pandemic, norms will shift with an effect upon how 
we understand the exceptions to the rule (principally, in copyright, this means fair use). 
Alternately, if cases produce no positive law (as we’ll discuss with several recent fair use cases 
below), a chilling effect can reduce innovation (again focused on the copyright context, this would 
be lost creative output). As we look back at the year (and a little of the prior year) in review, 
through cases and market developments, technology adoption and publicity disputes, I posit that 
the future arrived suddenly and the law is just catching up.  
 
The Year Virtual Got Real 
 

Crossing the Streams: 
 In 2020 and 2021, many previously available activities became unavailable. Students 
couldn’t go to class in schools, parishioners couldn’t attend church, meetings and conferences 
couldn’t be held, musicians couldn’t perform concerts. Naturally, people sought to substitute in-
person activities for virtual activities and it was reasonable for those other than copyright attorneys 
to jump right in. However, for copyright attorneys there were some issues to be addressed first – 
                                                       
1 The Law of the Horse: What Cyberlaw might Teach, Lawrence Lessig, Harvard Law Review, Vol. 113, No. 2 (Dec. 1999) 
2 Google v. Oracle, 593 US ____ (2021) 
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particularly, the distinctions made in Section 106 of the Copyright Act – exclusive rights of 
copyright holders. As an initial example, consider a church congregation.  
 Let’s say that a church conducts mass each Sunday in three parts: first there’s a gathering 
of the congregation to music, then there’s a recitation of the gospel, followed by the homily. 
Presumably we can dispose of questions on the gospel, at least as to the Bible, because it’s in the 
public domain.3 And then as to the homily, if it is an original literary work of the speaker there’s 
no need for license to perform the work. But what about the performance of music? Inside the 
walls of the church, venue licenses have developed which permit the performance of live music, 
but separate license is required to broadcast the performance. A short brochure produced by the 
Episcopal Church in the US highlights the issue: “The recent blossoming of live streamed 
Episcopal Church service has highlighted the need for some guidance regarding the copyright 
law.”4 The brochure lists sources for royalty-free music, as well as license information for a 
Podcast/Streaming License to hymns licensed through a resource named OneLicense. The United 
Methodist Church page on livestreaming points out that the OneLicense streaming license is in 
addition to the license churches routinely had for church gatherings in person.5 So, slight hitch in 
the giddy-up for churches, but a problem that can be solved through licensing. Presumably musical 
composition authors of hymns who license through other services will be incented to have their 
works performed by churches, and churches are online, so the authors will negotiate with their 
service or will move to OneLicense to permit streaming. 
 Another example is a live music performance by an artist who normally performs in venues 
that have a venue license – let’s consider an artist who wants to perform cover songs live, via a 
streaming service. In the context of performing at a venue, artists can receive a percentage of the 
door. In streaming, it’s not so easy – according to a blog from the prestigious Berklee School of 
Music, “it’s likely that most cover artists you see on YouTube are not jumping through all of the 
correct legal hoops. However, even people who avoid getting the right licenses for songs may still 
have their YouTube income claimed by the owner of the original copyright.”6 Artists refer to this 
as being “demonetized,” and there are voluminous blogs and posts about how to avoid it for the 
working (or aspiring) musician. In essence, the purpose for which a compulsory license exists for 
phonorecords is not available for streaming. Services vary in terms of how aggressively they will 
enforce third-party assertions of rights (YouTube offers licensors a Content ID system and will 
mute matching content, Twitch and others are more permissive) but while YouTube can serve ads 
and receive revenue for online covers, artists generally cannot (on major platforms) without a sync 
license. There doesn’t seem to be any analogue to the compulsory license introduced in 1909, and 
it is to-be-seen whether that leads to greater production of original works (which can be streamed 
without license) or fewer working musicians.  
 

                                                       
3 Of course, this does not apply to translations and adaptations made under the copyright act of 1909, published first in 1926 or 
later, if properly registered and renewed. 
4 US Copyright Issues Related to Live Streaming Music, available at https://www.episcopalchurch.org/wp-
content/uploads/sites/2/2021/02/us_copyright_issues_related_to_live_streaming_music.pdf 
5 How can we Livestream Worship Legally? Available at https://www.umc.org/en/content/ask-the-umc-how-can-we-livestream-
worship-legally 
6 5 Tips for Covering Songs on YouTube, available at https://online.berklee.edu/takenote/how-to-cover-a-song-on-youtube/ 



Chapter 3—Copyright Year in Review 2021

 3–3Intellectual Property Review—Updates and Changes from 2021

A Fairer Fair Use? 
 

Georgia v. Public.Resource.org 
In addition to Google v. Oracle, there are a handful of important fair use cases from the 

pandemic years that help technology and copyright attorneys better understand how to apply fair 
use in a digital context. Fair use has existed longer than it has been codified, and arose from an 
equitable understanding of the limits on the rights of an author – what is “fair.”7 Georgia v. 
PublicResourceOrg8 provides us with an important clarification on when the use of governmental 
publication is fair. However, as a practitioner, it doesn’t provide much clarity beyond a narrow set 
of works – Justice Roberts majority opinion doesn’t hold it out as a fair use opinion at all.  

Public.Resource.Org, Inc. is a nonprofit publisher which seeks to disseminate laws and 
other materials that, it contends, have the force of law – in particular, the organization digitizes 
and archives government materials and posts them for free on the internet. By digitizing and 
making available governmental materials, Public.Resource.Org tries to reduce barriers to access 
to information that would otherwise prevent the public from accessing public domain materials.  

But of course, the public domain under the US Copyright Act is hard to map – and one of 
the things Public.Resource.Org does with its online postings is call out grey areas. The state of 
Georgia has had a successful exclusive partnership with a division of LexisNexis to publish the 
Official Code of Georgia Annotated (OCGA), which includes both the law and annotations added 
by employees of Lexis Nexis under a work-made-for-hire agreement in favor of Georgia.9 In 
exchange for publishing the code (without annotation) online for free, LexisNexis received the 
exclusive right to publish, distribute, and sell the OCGA. The state of Georgia, through the 
legislative commission responsible for promulgating the OCGA, first sent a cease-and-desist and 
then initiated suit against Public.Resource.Org, seeking an injunction against the online posting of 
the OCGA, claiming that the annotations (but not the code) were copyrighted. The Roberts opinion 
held that the government edicts doctrine applies to works prepared by the legislature within the 
course of their official duties, and that just like judges the legislature cannot be “authors” under 
the Copyright Act.10 The opinion examined the government edicts doctrine line of cases and found 
the intent of the cases consistent – when the government issues edicts formally through the 
mechanisms of law, that law belongs to the public and cannot be exclusive.  

The Roberts decision creates a bright-line rule for when works of government can be (or 
can’t be) protected by copyright. And because the decision relies on the government edicts doctrine 
it is not expressly a fair use case – fair use is plead as an affirmative defense to copyright 
infringement claims and decisions about available protection under the Copyright Act precede the 
fair use defense in hierarchy.11 But there’s a theme of fair use in which this case is part – an unclear 
fair use standard acts as an impediment to producing public goods works, but judges are divided 
                                                       
7 See, e.g., L. Ray Patterson, Understanding Fair Use, 55 Law and Contemporary Problems 249-266 (Spring 1992)  
Available at: https://scholarship.law.duke.edu/lcp/vol55/iss2/13  
8 Georgia et al v. Public.Resource.Org, Inc. 140 S.Ct. 1498 
9 Justice Thomas’s dissent informs that in addition to Georgia, 22 states, 2 territories, and the District of Columbia have similar 
publishing agreements in effect with private party publishers such as Lexus Nexis. 

10 Georgia et al v. Public.Resource.Org, Inc. 140 S.Ct. 1498, 1506 (“Under the government edicts doctrine, judges—and, we now 
confirm, legislators—may not be considered the ‘authors’ of the works they produce in the course of their official duties as 
judges and legislators.”) 

11 See, e.g., Lydia Pallas Loren & R. Anthony Reese, Proving Infringement: Burdens of Proof in Copyright Infringement 
Litigation, Lewis & Clark Law Review, Vol. 23, No. 2, 2019 
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as to whether economic incentives are necessary or a hinderance. Justice Thomas in his dissent 
provides the counter-point perspective: “…unlike judges and legislators, the creators of the 
annotations are incentivized by the copyright laws to produce a desirable product that will 
eventually earn them a profit.”  

 
Dr. Seuss Enterprises v. ComicMix 

In one of my favorite entertainment cases of the year, a couple of Hollywood writers had 
an idea for a mashup – how about a book about Star Trek written for a pre-school audience? One 
of the writers, David Gerrold, had previously written episodes of Star Trek for television and he 
suggested the idea to his collaborator Glen Hauman. “The original idea was to combine Star Trek 
themes with the pre-school book Pat the Bunny, although they also considered using Fun with 
Dick & Jane, Goodnight Moon, and The Very Hungry Caterpillar before finally settling on [Oh, 
The Places You’ll] Go!”12 With that idea in mind and the stage set, they found an illustrator, Ty 
Templeton, who could provide Seussian illustrations for a book, and launched a Kickstarter to fund 
publication of a book – Oh, the Places You’ll Boldly Go!. 

The defendants’ Kickstarter asserted that the book would be a parody, which is probably 
the safest place to be in fair use territory, but it seems clear that the defendants didn’t carefully 
consider what a parody is – “a literary or artistic work that imitates the characteristic style of an 
author or work for comic effect or ridicule.”13 In point of fact, the authors were clearly fans of 
Seuss and would be using the example of Go! not to ridicule or mock, but instead to create an 
homage that respected both the worlds of Star Trek and Seuss. This was a case for another form 
of fair use apart from parody, one addressing mash-ups and which looked through the lens of the 
fair use factors to determine, as Campbell v. Acuff-Rose instructed, whether the new work “adds 
something new, with a further purpose or different character, altering the first [work] with new 
expression, meaning or message.”14 

Defendants took the opportunity of being sued to seek motion for summary judgement on 
fair use grounds. The trial court somewhat surprisingly (given that the mash-up fair use question 
was fairly novel) found in favor of defendants. The court assessed the fair use factors as follows: 

 
I. Purpose and Character of the Use: The court found a balance in favor of defendants, as 

it was highly transformative. The commercial purpose weighed against defendants, but 
not sufficiently to overcome the fact “Boldly does not supplant the market for Go! or 
other relevant Dr. Seuss works.”15 

II. Nature of the Copyrighted Use: The court found that the highly creative Seuss works, 
which are long and widely published, caused this factor to weigh in the plaintiff’s favor. 

III. Amount and Substantiality of the Portion Used: The court found this factor in favor of 
defendants, as they copied no more than was necessary, did not exactly copy the 
illustrations, and found again that the reason for use of specific elements was 
transformative.  

                                                       
12 Dr. Seuss Ent. v. ComicMix I, 372 F.Supp.3d 1101, 1107 (2019).  
13 Campbell v. Acuff-Rose Music, 510 US 569, 580 (1994) (internal quotations omitted) 
14 Id., at 579 (internal cites omitted) 
15 Dr. Seuss I, supra, at 114.  
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IV. Market Effect of the Use: The court found that Boldly was not a substitute, because it 
was transformative, which allowed an inference that market harm was not likely, and 
that plaintiff failed to bear its burden to show that likely harm was more than 
hypothetical.  

 
So, although not all factors weighed in favor of defendant, the court granted summary judgement 
in favor of the transformative use by defendants – fair use to have mashed-up the Suessian and 
Treky worlds.  
 Unfortunately for defendants, plaintiff appealed and the 9th circuit reversed,16 and 
expansively so – not only did the decision find that the lower court was wrong in granting summary 
judgement in favor of defendant, it found that Boldly was (1) not a parody, (2) not transformative, 
(3) took substantially from the original work, (4) adversely affected the potential market, and (5) 
took the core of the original work. Essentially, a panel of judges concluded that the district court 
judge was wrong about every aspect of the case – and yet all of the judges were looking at precisely 
the same evidence. As Amicus law professors identified in their brief on appeal, “fair use doctrine 
[should not be] unduly restricted to chill the creation of transformative new works of expression,”17 
asserting that copying may be reasonable (and fair) when the expression as a whole in interpreting 
a well known work. Amici’s position seems to be consistent with Google v. Oracle, where it was 
precisely because the Java work at issue was so well known that its declarations could be borrowed 
to produce a transformative work in Android. However, whether the test applied was flexible or 
rigid, the judges of the 9th circuit panel didn’t see what the lower court had seen.  
 

Solid Oak Sketches v. 2K Games 
 
 This case is less playful than Dr. Seuss Enterprises v. ComicMix, but similarly has a long 
procedural history resulting in a MSJ on fair use. In Solid Oak Sketches v. 2K Games, Solid Oak 
secured exclusive license to tattoos that were inked on various professional basketball players, 
then asserted that 2K Games infringed its copyrights by reproducing the tattoos as part of the 
“likeness” in its NBA simulation games, 2K14, 2K15, and 2K16.18 LeBron James, for example, 
appeared in the games with his Child Portrait and his 330 and Flames tattoos visible in game play.  
 

I. Purpose and Character of the Use: the court held that Defendant’s use of the tattoos 
was transformative – although they were faithfully reproduced without modification, 
the art was originally created as a “means for the Players to express themselves through 
body art,” and was reproduced in the game for the purpose of “general recognizability 
of the game figure as depictions of the Players.” 

II. Nature of the Copyrighted Work: the court held that the tattoos at issue were more 
“factual than expressive” and therefore not highly creative because they made use of 
motifs and existing images (for instance, the Child Portrait) that the players selected.  

III. Amount and Substantiality of the Use: although the tattoos were copied in their entirety, 
the court found that it was necessary for the purpose of faithfully representing the 
players.  

                                                       
16 Dr. Seuss Ent. v. Comicmix II, 983 F.3d 443 (2020). 
17 Brief of Amici Curiae Professors Mark A. Lemley, Jessica Litman, Lydia Loren, Pamela Samuelson, and Rebecca Tushnet in 
Support of Defendant-Appellees and Affirmance, pg. 1 
18 Solid Oak Sketches v. 2K Games, 449 F.Supp.3d 333 (2020) 
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IV. Effect on the Market: the court found that the transformative nature of the use shifted 
the burden on this factor, and there was no evidence presented that a market for 
licensing tattoos for use in video games is likely to develop.  

 
It seems that the court didn’t carefully handle the third and fourth factors, and in particular 

seems to have wrongly concluded that copying the whole of the tattoos under the third factor was 
not in favor of plaintiff’s (although the balance of the factors may well have fallen correctly to 
defendants), but the result comports with most of our sense of “fairness.” The players willingness 
to allow their likeness to appear in the game is enough; we shouldn’t have to contact their tattoo 
artists to ask permission to depict the players body art.  
 

Andy Warhol Foundation v. Goldsmith 
 
 Similar to the Dr. Seuss case, at the end of the day the copyright practitioner is left to 
wonder what we’ve learned from the case of Andy Warhol Foundation v. Goldsmith.19 The case 
involves a series of photographs taken by photographer Lynn Goldsmith of the artist Prince in 
1981, subsequently licensed to Vanity Fair magazine in 1984. Vanity Fair in turn commissioned a 
work from Andy Warhol for which the licensed photograph was an artist’s reference, and Warhol 
himself thereafter produced a series of pieces collectively known as the Prince Series. After 
Prince’s death in 2016, Goldsmith contacted the plaintiff, which in general licenses Warhol’s 
works and manages various aspects of Warhol’s estate, alleging infringement of the photographs.  
 The case has a bit of a convoluted history and was closely watched for its fair use 
implications: in 2019 the district court found in favor of fair use by Warhol on summary 
judgement. It found the fair use factors as follows:  
 

I. Purpose and Character of the Use: the court found first that Warhol himself had a 
commercial purpose, but that the foundation is non-profit and has given four of the works 
in the series to a museum. But more importantly, the court asserted, the works were 
transformative.  

II. Nature of the Copyrighted Work: the court found that the second factor was neutral, 
because to Goldsmiths credit the photograph is a creative work, and although the 
photograph was unpublished but had been licensed commercially to Vanity Fair. However, 
because the use was transformative, the court didn’t see the factors weighing in favor of 
Goldsmith.  

III. Amount and Substantiality of the Use: the court found that the third factor weighed in favor 
of the Foundation, because where the original work had carefully crafted several elements 
of creative expression the subsequent Warhol work reproduced only limited features and 
expressly excludes copyrightable expressions that Goldsmith had included.  

IV. Effect on the Market: the court found that the market for fine art between Goldsmith and 
Warhol remains distinct, and that they are not substitutes, and that there was insufficient 
evidence that licensing for photographs would be reduced by availability of the Prince 
Series for licensing.  

 

                                                       
19 Andy Warhol Foundation v. Goldsmith, 2021 WL 3742835 (2021) (Warhol v. Goldsmith III)  
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So, on the whole, the district court focused its attention on the transformative nature of Warhol’s 
prints: 
 

…In all but one of the works, Prince's torso is removed and his face and a small 
portion of his neckline are brought to the forefront. The details of Prince's bone 
structure that appear crisply in the photograph, which Goldsmith sought to 
emphasize, are softened in several of the Prince Series works and outlined or shaded 
in the others. Prince appears as a flat, two-dimensional figure in Warhol's works, 
rather than the detailed, three-dimensional being in Goldsmith's photograph. 
Moreover, many of Warhol's Prince Series works contain loud, unnatural colors, in 
stark contrast with the black-and-white original photograph. And Warhol's few 
colorless works appear as rough sketches in which Prince's expression is almost 
entirely lost from the original. 

These alterations result in an aesthetic and character different from the 
original. The Prince Series works can reasonably be perceived to have transformed 
Prince from a vulnerable, uncomfortable person to an iconic, larger-than-life figure. 
The humanity Prince embodies in Goldsmith's photograph is gone. Moreover, each 
Prince Series work is immediately recognizable as a “Warhol” rather than as a 
photograph of Prince – in the same way that Warhol's famous representations of 
Marilyn Monroe and Mao are recognizable as ‘Warhols,’ not as realistic 
photographs of those persons.20 

On appeal the 2nd Circuit held that the Warhol prints were not transformative, were 
substantially similar, used substantially all of the photographs, and there was sufficient evidence 
that the Warhol prints would harm the market for the original works.21 That opinion was then 
withdrawn on petition from the Foundation, and a new opinion issued in the wake of Oracle v. 
Google – holding nonetheless that fair use was inapplicable to Warhol’s use of the photograph. 
Here, the court found much to make to make hay of in the lower court’s reliance on the artistic 
merits of the image – focusing several times on the economic impact of a fair use decision. For 
instance, on the first factor: “…even where the secondary use is not transformative, the extent to 
which it serves the public interest, in and of itself or by generating funds that enable the secondary 
user to further a public-facing mission, may be highly relevant when assessing equitable remedies, 
including whether to enjoin the distribution or order the destruction of the infringing works,” and 
“just as we cannot hold that the Prince Series is transformative as a matter of law, neither can we 
conclude that Warhol and AWF are entitled to monetize it without paying Goldsmith the 
‘customary price’ for the rights to her work, even if that monetization is used for the benefit of the 
public.”22 Or, as to the fourth factor, “WF's licensing of the Prince Series works to Condé Nast 
without crediting or paying Goldsmith deprived her of royalty payments to which she would have 
otherwise been entitled,” and “We also must consider the impact on this market if the sort of 
copying in which Warhol engaged were to become a widespread practice. That harm is also self-
evident. There currently exists a market to license photographs of musicians, such as the Goldsmith 
Photograph, to serve as the basis of a stylized derivative image; permitting this use would 

                                                       
20 Andy Warhol Foundation v. Goldsmith, 382 F.Supp.3d 312, 326 (2019) (Warhol v. Goldsmith I) 
21 Andy Warhol Foundation v. Goldsmith, 992 F.3d 99 (2021) (Warhol v. Goldsmith II) 
22 Warhol v. Goldsmith III at 11 
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effectively destroy that broader market, as, if artists could use such images for free, there would 
be little or no reason to pay for [them].”23 

As the first significant fair use case to be decided following Google v. Oracle, the 2nd 
Circuit’s opinion is important to practitioners for the purpose of assessing what has changed. Not 
much, seems to be the conclusion, or at least that Google has effect only on fair use in relation to 
technology, and the photographs and prints at issue in Goldsmith are classic visual arts: “the 
Supreme Court in Google took pains to emphasize that the unusual context of that case, which 
involved copyrights in computer code, may well make its conclusions less applicable to context 
such as ours.”24 The panel asserts that this distinction is necessary to preserve the rights of artists 
granted by the Copyright Act, to control their works and receive compensation when their rights 
are infringed: “We merely insist that, just as artists must pay for their paint, canvas, neon tubes, 
marble, film, or digital cameras, if they choose to incorporate the existing copyrighted expression 
of other artists in ways that draw their purpose and character from that work…they must pay for 
that material as well.”25 

As practitioners, we are left with concerns that fair use might fracture along unclear lines 
– if Google v. Oracle’s holding is limited to software, what about embodiments of art in the form 
of software? Solid Oak stands for the proposition that incidental expression of artistic elements 
will be transformative, because its purpose is to embody the real world.  

Just in CASE (Act) 
 
 The Copyright Alternative in Small Claims Enforcement Act of 2019 was enacted in the 
waning days of 2020, statutorily enacting an alternative dispute resolution for copyright claims. 
Specifically, for copyright claims that involve up to $30,000 in dispute, claims may directed to the 
Copyright Claims Board (CCB) rather than brought in exclusive federal jurisdiction.26 Expected 
to begin operation in December of 2021, the hope of the authors of the bill is that costs for litigation 
will be reduced, allowing for substantially more efficient enforcement against (in particular) online 
claims.27  
 The CCB will have authority to hear cases brought voluntarily by claimants. The recipient 
of a claim will have the opportunity to opt out of the CCB process, in which case claimant has the 
option to pursue their claim in court. Critics suggest that the opt-out process (rather than an opt-in 
ADR after a case is filed) will result in a disproportionate number of unsophisticated defendants 
subject to significant judgements. It’s too soon to know how the CCB will implement procedures, 
or which parties will take advantage of this alternative, but as described above some fundamentals 
of copyright law, such as fair use, are incredibly difficult to apply consistently.  
 

                                                       
23 Id. at 15-16 (internal citations omitted). 
24 Id. at 17 
25 Id. 
26 Copyright Small Claims and the Copyright Claims Board, US Copyright Office 2021, available at 
https://www.copyright.gov/about/small-claims/ 
27 See, e.g., House Report 116-252 (2019-2020), available at https://www.congress.gov/congressional-report/116th-
congress/house-report/252/1?overview=closed 
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Registration Required 
 
 In 2019 the Supreme Court decided, unanimously, that several circuits had been doing it 
wrong for years – the plain language of the Copyright Act required registration of a copyright, or 
an application that had been denied registration, before any infringement action could be brought. 
Specifically, “17 U. S. C. §411(a) states that no civil action for infringement of the copyright in 
any United States work shall be instituted until registration of the copyright claim has been made 
in accordance with this title.”28  
 
 For the most part, things are now clear: if a plaintiff wishes to bring suit, a plaintiff must 
show up with a registration certificate or a denial of registration letter from the Copyright Office. 
However, there were a couple of questions remaining to be answered. In Sohm v. Scholastic the 
issue was whether a photographer who had not registered his work, but whose work had been 
registered by a third-party as part of a compilation, had registered under 17 USC §411 – the court 
decided in the affirmative, that the works had been registered even though the author’s name did 
not appear on the registration. In UAB Planner5D v. Facebook the issue was what happens when 
the plaintiff requests reconsideration of a denial of registration by the Copyright Office. Must a 
party who chooses to challenge a denial of registration exhaust their administrative remedies to 
registration prior to initiating suit? The court held that denial is denial, and that choosing to 
exercise a right to appeal a decision does not change the fact that “[t]he Copyright Office has 
acted…” as is the requirement of Fourth Estate and §411. Case closed? Well, at least until another 
circuit holds otherwise.  
 
Embedded Issues 
 
 One of the tricker issues to arise in the past year(s) in internet copyright involves not 
copying but the display rights under §106 of the Copyright Act. It seems that in years past 
practitioners considered it decided that “framing” a page was a way in which websites could 
display content without license – like a hyperlink to a site, displaying a site through a frame did 
not copy within the meaning of the Copyright Act. That changed with the decision in Goldman v. 
Breitbart29, wherein the court held that embedding a tweet from the then-Patriot’s QB violated the 
display right in §106(5), although it did not violate the §106(1) rights related to copies.  
 The same court, SDNY, found similarly in 2021 in the case of Nicklen v. Sinclair 
Broadcast30, where a broadcast network (and its several affiliate stations) used a video from 
plaintiff’s Instagram (and Facebook) accounts without license. Paul Nicken is a wildlife 
photographer who filmed a polar bear in the Canadian arctic in 2017. Believing it was newsworthy, 
the Sinclair networks embedded the video via APIs published by Facebook (which owns 
Instagram) – the video was viewable by users who accessed Sinclair’s content, although no copy 
was ever made to accounts controlled by Sinclair. The court determined that Nicken had a right to 
control the display of his video and, notwithstanding that he had posted it on the third-party 
Facebook’s servers to be displayed to visitors to that site, he had a right to control display of that 
video. The court declined to follow the Ninth Circuit which had identified the location of the file 
shown (the so-called “server rule”), and found in favor of Nickens. “The server rule is contrary to 

                                                       
28 Fourth Estate v. Wall-Street.com, 586 US ___ (2019) 
29 302 F.Supp.3d 585 (2018) 
30 2021 WL 3239510 (2021) 
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the text and legislative history of the Copyright Act. The Act defines to display as “to show a copy 
of” a work, 17 USC §101, not “to make and then show a copy of the copyrighted work.”31 These 
decisions in the Southern District of New York follow recent copyright law developments outside 
the US, most notably in France, in an attempt to secure royalties in favor of small publishers from 
content aggregators including Google, Facebook, and news organizations.  
 
Termination Rights 
 
 The 1976 Copyright Act established a substantially new framework for copyright in the 
US, including doing away with registration requirements and extending the duration of a copyright. 
One of the lesser provisions recently became critically important, particularly in the field of music 
composition: the right of termination. When an author under the 1976 Act assigns her work to 
another, the other becomes the owner of the work (and the exclusive holder of the rights under 
Copyright Act). However, the owner is not the author, even if the author’s rights have been 
extinguished. 17 USC §203 provides authors the right to terminate assignments and licenses 35 
years after their grant. As it turns out, 35 to 40 years after the 1978 effective date of the 1976 act 
is…pretty recently.  
 Litigation is increasing in relation to terminations, and there are two key issues to fight 
over: First, was the work originally a work made for hire (not subject to termination) or licensed 
by the author (subject to termination)? Second, does the notice of termination effectuate the 
termination if there are errors in the notice? In Johansen et al. v Sony Music, the defendant claimed 
both as a reason its rights were not terminated, and moved to dismiss the complaint based on errors 
in the notice.32 Despite errors including the dates of the assignments of the works at issue, the court 
applied a harmless error standard – so long as there was enough information to identify the works 
to which the termination applied, defects will not nullify a notice given.  
 Whether termination under §203 is even applicable is much more fact dependent – works 
made for hire are not “authored” by the human who created them, but instead the copyright author 
is the company for whom that human worked (either as an employee or, in limited circumstances, 
in relation to a commissioned work), so the human author has no termination rights for works 
made for hire. Marvel Characters v. Kirby is illustrative of the factual inquiry into a termination 
notice: Jack Kirby is known as a co-founder of Marvel Comics with Stan Lee and created many 
iconic characters including Captain America.33 The facts showed that Kirby was in fact a freelancer 
not an employee for Marvel, which business (under the name Timely Comics) predated either Stan 
Lee or Jack Kirby’s involvement, but the totality of the facts showed that Kirby created the works 
as a commission of Marvel.34 
 A developing issue is who has the rights to terminate, and what consequences the decision 
to assign rights may have. In Waite v. UMG, a putative class action, several of the artists had 
assigned their rights to loan-out companies for tax purposes.35 “Only grants ‘executed by the 
author’ (or the statutorily designated successor) may be terminated. Therefore, third parties to a 
contract and loan-out companies, which loan out an artist’s services to employers and enter into 
contracts on behalf of the artists, do not have termination rights under the statute.”36 According to 
                                                       
31 Id. at pg. 3 
32 Johansen v. Sony Music Ent., 2020 WL 1529442 (S.D. NY, March 31, 2020). 
33 Marvel Characters v. Kirby, 726 F.3d 119 (S.D. NY, 2013) 
34 Kirby’s works predate the 1976 Act, so the previous test for work made for hire controlled. 
35 Waite v. UMG Recordings, 450 F. Supp.3d 430 (S.D. NY, 2020) 
36 Id. at 441. 
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that court, an author who chooses to license through an entity is foregoing their statutory rights, 
35 years later, to terminate.  
 
Google v. Oracle 
 In the most significant fair use decision in a decade or more,37 in 2021 the Supreme Court 
reversed the Federal Circuit and found that Google’s wholesale use of a specific portion of the 
Java API was a fair use, holding that software of this kind was protectible under the Copyright Act 
but “[t]he fact that computer programs are primarily functional makes it difficult to apply 
traditional copyright concepts in that technological world.”38 The case seems, to me, illustrative of 
the importance of fair use for its evolutionary effect – when new technology develops at a faster 
rate than the Copyright Act, the gaps may (but are not always, as we’ve just learned above) be 
filled in part by assessing the purposes of §107 and the progress clause.  

Justice’s Breyer’s opinion for the court takes pains to examine the nature of the work at 
issue, which is certainly appropriate – expressive works are protectible by copyright, functional 
works are not, and works with characteristics of both can enjoy only “thin” copyright protection 
to avoid undue monopoly. However, I predict those portions of the opinion will be of the moment, 
and will not add much color to the holding: explicating that classes, packages, and objects are 
different programming concepts, and that the portion of the Android operating system copied was 
the declarations, is informative but unlikely to persuade the next court which faces not an operating 
system but a no-code database, or whatever other technology is allegedly infringed…it appears to 
be sufficient to say that there are declarations, which call methods and functions, and Google 
verbatim copied the declarations but not the methods and functions. I’d suspect there are two 
conclusions of law in the holdings that will be of greater material effect in applying the case as 
precedent: (1) holding that a finding of fair use is more likely when the original work has “thin” 
protection, such as is the case with software sourcecode, and (2) holding that a work such as 
software that can be broken apart (i.e., examining the declaring code apart from the implementing 
code) must be considered of a piece when assessing fair use. Taken as a whole, I think courts 
addressing technology fair use cases are likely to follow Google v. Oracle, while entertainment 
and arts cases will follow Campbell and Sony.39 

The opinion identifies the tensions inherent in software being protected by the Copyright 
Act by examining four provisions of the Copyright Act: (1) conditions to obtain a copyright, 
specifically a “work of authorship” that is “original” and is “fixed in any tangible medium of 
expression”; (2) enumerated works that copyright can protect, including “literary,” “musical,” and 
relevant here, “computer program” works; (3)limitations of copyright to not protect certain 
otherwise protectible works, namely that copyright cannot be applied to “any idea, procedure, 
process, system, method of operation, concept, principle, or discovery…”; and (4) other limitations 
on the protection offered by the Copyright Act, including most relevant to this opinion, the 
limitation of fair use as denoted in §107 and explicated in the courts.40 “The language of §107, the 
                                                       
37 Campbell v. Acuff-Rose certainly stands out as formative, back in 1994, and more recent cases like MGM v. Grokster, or ABC 
v. Aereo, likely cannot be considered as significant.  
38 Google v. Oracle, at *35 
39 And see above for Andy Warhol Foundation v. Goldsmith, which in an arts and entertainment context saw no change to the law 
from Google v. Oracle.   
40 The opinion identifies limitations in §110 for performances and displays, and in §114 for sound recordings, which could also 
be referred to as “fair use” of a copyrighted work (but normally are not thought of as fair use). The opinion doesn’t mention 
§108, which permits use by libraries, and which is sometimes referred to as fair use. Copyright cases, including this opinion, tend 
to use the most ink explaining §107 but note that “fair use” is a broader concept that includes both statutory provisions and judge-
made law, which echo or reinforce one-another. 
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‘fair use’ provision, reflects its judge-made origins….That background, as well as modern courts’ 
use of the doctrine, makes clear that the concept is flexible, that courts must apply it in light of the 
sometimes conflicting aims of copyright law, and that its application may well vary depending 
upon context.”41 

The court found the fair use factors as follows: 
 

1. Purpose and Character of the Use: the court addressed this second (after the 
nature of the copyrighted work) and found that Google’s use was transformative, 
weighing the factor in favor of Google. Fascinating! – Didn’t Google copy 
verbatim 11,500 lines of declaring code and use it to call functions that performed 
implementing code with the same purpose as Java? It would be improper to parse 
the whole of the work in that way, the court says, because “Google’s use of the 
Sun Java API seeks to create new products.” 

2. Nature of the Copyrighted Work: the copyrighted work must be considered as a 
whole, which includes the declaring code which “resembles other copyrighted 
works in that it is part of a computer program,” but “is inextricably bound 
together with a general system, the division of computing tasks, that no one 
claims is a proper subject of copyright.” Because the code is bound together with 
“uncopyrightable ideas” the nature of the copyrighted work favors Google.  

3. The Amount and Substantiality of the Portion Used: the 11,500 lines of code were 
among millions of lines of code in the original Java and therefore represented a 
small portion of the whole. Perhaps counter-intuitively, although the declaring 
code taken was necessary for the whole of the Java program (indeed, that’s why 
that portion and not the other portion was copied), “Google copied those lines not 
because of their creativity, their beauty, or even (in a sense) because of their 
purpose. It copied them because programmers had already learned to work with 
the Sun Java API’s system, and it would have been difficult . . . to attract 
programmers to build its Android smartphone system without them.” 

4. Market Effects: although Oracle was prevented from charging a substantial 
licensing fee, that harm is not the effect on the market, the effect on the market is 
closer to the substitution effect for another work. Here, the court held that Java 
was designed for a desktop environment, and that Android was developed for a 
mobile environment – those were distinct markets.  

 
One holding of the case is of procedural importance to practitioners: the court held that fair 

use is a mixed question of fact and law, and that while a court must defer to the jury’s findings of 
underlying facts, fair use is a legal question and the standard of review on appeal is de novo. Had 
Google’s position that juries alone decide fair use been upheld, decisions like that of the trial court 
in Boldly to find fair use on summary judgement would have fallen away, but appeals to reverse 
findings of fair use would have been more limited. So, we can expect to see more cases like Boldly 
and Warhol Foundation v. Goldsmith where a trial court’s analysis of the four fair-use factors are 
reversed (topsy-turvy) on appeal.  
 

                                                       
41 Google at *15 
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} Copyright Update

Presented } Leigh Gill, Immix Law Group

Year in Review

Immix Law Group } Copyright Year in Review

1 } Fair use – diverging trends between creative and technology uses

2 } Government works 

3 } New copyright laws

4 } Embedded images and other social media issues

5 } Google v. Oracle

Themes and Trends
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Immix Law Group } Copyright Year in Review

Streaming and Zooming

• If everything is virtual, does everything need a license?
• In the context of streaming video, most content owners assert a sync license is required
• There is no equivalent to a compulsory license in cyberspace (however, see streaming)

• Schools, churches, non-profit organizations have all gone digital
• Organizations, such as organized religion, have been educating their members on the necessity of 

additional licenses
• Landscape for musical artists is uncertain

• Most ISPs have a means by which content owners can upload a library of content and ISPs will 
“demonetize” allegedly-infringing content

• In a scene from 1984, the Hugo award live broadcast shut down by copyright software

Immix Law Group } Copyright Year in Review

Georgia v. Public.Resource.Org, 140 S.Ct. 1498 (2020)
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Immix Law Group } Copyright Year in Review

Dr. Seuss Ent. v. ComicMix
983 F.3d 443 (2020)

Immix Law Group } Copyright Year in Review

Solid Oak Sketches v. 2K Games
449 F.Supp.3d 333 (2020)
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Immix Law Group } Copyright Year in Review

Warhol Foundation v. Goldsmith, 2021 WL 3742835 (2021)

Immix Law Group } Copyright Year in Review

Warhol Foundation v. Goldsmith
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Immix Law Group } Copyright Year in Review

At the Copyright Office - CASE Act, Copyright Registration, and Termination Rights

• CASE Act – Copyright Alternative in Small Claims Enforcement Act of 2019 (enacted 2020)
• Cases up to $30,000 in damages, handled by a three-judge tribunal within the Copyright office
• Sponsors of the bill and supporters say it is expressly designed to handle online infringements
• A defendant may opt-out, but if not timely the judgement of the tribunal will be binding

• Fourth Estate v. Wall-Street.com: infringement litigation cannot be commenced until there is a 
registration or a final refusal to register
• Circuit split had arisen over the issue, and the decision resolves that split.

• §203 permits termination by an author 35 (or 40) years from the original registration. Under the 1976 
act, effective 1978, the first terminations were effective 2013. 
• Litigation is increasing on two principal issues:

• Work made for hire – fact intensive
• Proper notice of termination – harmless error standard

• Proper party to notice termination is an issue: S.D. NY has held that a licensor who licensed 
through a loan-out company has no termination right. 

Immix Law Group } Copyright Year in Review

Embedded Images
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Immix Law Group } Copyright Year in Review

Google v. Oracle, 593 US ____ (2021)

• The most important fair use case in at least a decade, it’s the first attempt to distinguish technology in a 
fair use context since Sony v. Universal Studios 
• Convoluted procedural history, the case had been up and down to the Federal Circuit several times 

because the case originally included patent claims, but only copyright claims remained.
• Two questions on Cert:

• Are APIs protectible by copyright? And 
• Does Google’s use of the declarations in the APIs constitute fair use?

• Fair use analysis
• 1) Nature of the Work – declaring code is inextricably bound to execution of functions; 
• 2) Purpose and Character of the use – transformative, the use was to create new products;
• 3) Amount and Substantiality – only 11,500 of millions of lines of code; and
• 4) Market effects – mobile is a different market than desktop so no substitution effect

• It appears software is copyrightable, but special, so more likely to be a fair use
• Dissent from Justice Thomas makes clear the trade offs between incentive of monopoly against the 

incentive of creative reuse

Immix Law Group } IP Issues for the Business Attorney

END } Thank you
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IP Ethics Roundup
Hot Topics in IP Practice

Oregon State Bar – IP Section

Intellectual Property Review 
Updates and Changes from 2021

February 18, 2022

Emil J. Ali
McCabe & Ali LLP

OVERVIEW

• CLE & Registration Statement
• Candor Obligations
• Signature Requirement
• Conflicts of Interest
• Remote Work
• Questions

2
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CLE & Registration Requirement

• In August 2020, USPTO published a rule requiring 
registered patent practitioners and individuals granted 
limited recognition to practice before the USPTO in 
patent matters to biennially submit a mandatory 
registration statement. See 37 CFR 11.11(a)(2). 

• The rule also provided that those who completed six 
credits of CLE in the preceding 24 months could 
voluntarily certify that they had done so. See 37 CFR 
11.11(a)(3)(i).

• The first biennial registration statement will be 
collected around November 1, 2024. 

3

Candor Obligations to the USPTO

4
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Candor Obligations to the USPTO

• 37 C.F.R. §1.56 -Duty to disclose information 
material to patentability

• 37 C.F.R. §1.555 -Information material to 
patentability in ex parte and inter partes
reexamination proceedings

• 37 C.F.R. §11.18(b) -Signature and certifications 
for correspondence filed in the office

• 37 C.F.R. §11.303(a)-(e) -Candor toward the 
tribunal

• 37 C.F.R. §42.11 -Duty of candor; signing papers; 
representations to the Board; sanctions

5

Candor Obligations to the USPTO

• The Court found that the most reasonable 
inference was that Mr. Rubin (not a patent attorney 
or inventor) possessed the specific intent to 
deceive the PTO by not only withholding the three 
disclosures, but by giving implausible testimony at 
trial, having a posture that lacked credibility, having 
detailed knowledge about the NDA and patent 
prosecution, and making statements during 
prosecution regarding the criticality of the pH 
range to overcome obviousness that were contrary 
to the data in the NDA.

• Belcher Pharm., LLC v. Hospira, Inc., No. 2020-
1799, 2021 (Fed Cir Sep. 1, 2021)

6
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Candor Obligations to the USPTO

• While no patent practitioner was listed as 
having been involved in the inequitable 
conduct, there are a few lessons:

• Where a regulatory process requires 
disclosure to another, patent counsel should 
be promptly informed, so any appropriate 
disclosure to the USPTO can be arranged.

• Applicant’s scientific, product, regulatory, 
and legal teams should coordinate to avoid 
inconsistency.

7

Candor Obligations to the USPTO

• What about trademark practice?
• Many filings have declarations under 18 USC 1001
• Practitioner is making certification under 11.18

• Consider
• Sophistication and experience with client
• Practitioner’s review of matter and good faith belief
• The importance of recordkeeping

8
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SIGNATURE REQUIREMENTS

9

PERSONAL SIGNATURE REQUIRED

“A person's name or mark written by that 
person or at the person's direction; esp., one's 
handwritten name as one ordinarily writes it, 
as at the end of a letter or a check, to show 
that one has written it.”  

See SIGNATURE, Black's Law Dictionary 
(11th ed. 2019)

10
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PERSONAL SIGNATURE REQUIRED

• “For all documents filed in the Office … each piece of correspondence filed by 
a practitioner in the Office must bear a signature, personally signed or inserted 
by such practitioner, in compliance with § 1.4(d) or § 2.193(a) of this chapter.” 
37 CFR 11.18(a) (generally)

• Each piece of correspondence that must be signed must be “personally 
entered by the person named as the signatory.” 37 CFR 1.4(d) (patent)

• “Every petition, response, written motion, and other paper filed in a proceeding 
must comply with the signature requirements set forth in § 11.18(a) of this 
chapter. The Board may expunge any unsigned submission unless the 
omission is promptly corrected after being called to the counsel's or party's 
attention.” 37 CFR 42.11(b) (PTAB)

• “Each piece of correspondence that requires a signature must bear: (1) A 
handwritten signature personally signed in permanent ink by the person 
named as the signatory, or a true copy thereof; or (2) An electronic signature 
that meets the requirements of paragraph (c) of this section, personally 
entered by the person named as the signatory.” 37 CFR 2.193 (trademark)

11

PERSONAL SIGNATURE REQUIRED
• In re Di Li, Proceeding No. 2021-16 (USPTO, October 7, 2021), the Southern California-

based practitioner was reprimanded and placed on probation, on consent, for what 
appears to be her providing authorization to a Chinese company called Seller Growth to 
file trademark applications on her behalf. Li allegedly also allowed Seller Growth to place 
her signature on trademark filings, over 1,000 times.

• In re Benner David, Proceeding No. 2021-08 (USPTO, September 24, 2021), the 
Massachusetts-based practitioner was also reprimanded and placed on probation, on 
consent, for working with an individual named “Wen.” Briefly, Mr. David and Wen met on 
Fiverr, a platform common for connecting attorneys (and others) with potential clients, 
though it may be potentially violative of many other USPTO Rules of Professional 
Conduct. David was paid about $30 per trademark application, and allowed Wen or his 
associates to file the same with the USPTO—all without any review or approval. Mr. 
David did not personally sign at least 45 of these filings. Importantly, it was alleged in the 
Final Order that Mr. David made a false or misleading statement, and filed the same 
through a false declaration with the USPTO, specifically by claiming he did not authorize 
the filings when he in fact did.

12
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PERSONAL SIGNATURE REQUIRED
• In re Devasena Reddy, Proceeding No. 2021-13 (USPTO, September 9, 2021), 

the Bay area attorney was also reprimanded and placed on probation, on 
consent, for her work with India-based KA Filing. Here, it was alleged that Ms. 
Reddy did personally sign the 2,300 or so filings with the USPTO; however, she 
did not carefully or adequately review them.

• In re Yiheng “Roy” Lou, Proceeding No. 2021-04 (USPTO, May 12, 2021), the 
Beijing-based attorney was suspended from practice for three months, and 
placed on probation, on consent, for his relationship with Shenzhen Dingji
Intellectual Property Company. The Final Order alleges that Mr. Lou had a tiered 
fee schedule, but generally was paid $20.00 per trademark application. Over the 
course of the relationship, he was paid up to $10,000 per month for 500 
applications per month. The strongly worded Final Order stated that Mr. Lou 
“…knowingly and intentionally caused thousands of trademark application 
documents to be prepared, signed, and filed with the USPTO on behalf of the 
Dingji Trademark Applicants [and] Respondent knowingly and intentionally 
became attorney of record for thousands of Dingji Trademark Applicants at the 
USPTO.”

13

CONFLICTS 
OF 
INTEREST

14

This is 
interesting
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CONFLICTS OF INTEREST

15

• Are everywhere.
• Clients will (usually) sign waivers.
• A waiver requires informed consent.

CONFLICTS OF INTEREST (ADVANCE WAIVERS)

16

• California Supreme Court held that a conflict of interest that is not 
properly waived does not require full fee disgorgement, but such a 
conflict did render the arbitration provision of the agreement 
unenforceable. 

• The Court noted that the advance conflict waiver did not properly 
inform the client of the conflict, even though J-M Manufacturing 
Company was a sophisticated client with their own counsel.

• While the Court did not specifically note the magic recipe for an 
advance waiver, the detail required should involve the sophistication 
of the client, and the knowledge of all parties at the outset of the 
engagement and throughout the representations. That is, the attorney 
should continue to monitor the situation to ensure that new facts or 
representation do not materially change either client’s understanding.

See Sheppard, Mullin, Richter & Hampton, LLP v. JM Mfg. Co., Inc., 425 P.3d 1 (Cal. 2018)



Chapter 4—Presentation Slides: IP Ethics Roundup—Hot Topics in IP Practice

 4–9Intellectual Property Review—Updates and Changes from 2021

CONFLICTS OF INTEREST (COMMON QUESTIONS)

17

• If we just have separate teams, can we get around the disclosure and waiver 
requirements? 

• “(b) Notwithstanding the existence of a current conflict of interest under paragraph 
(a), a lawyer may represent a client if: (1) the lawyer reasonably believes that the 
lawyer will be able to provide competent and diligent representation to each 
affected client; (2) the representation is not prohibited by law; (3) the representation 
does not obligate the lawyer to contend for something on behalf of one client that 
the lawyer has a duty to oppose on behalf of another client; and (4) each affected 
client gives informed consent, confirmed in writing.”  See OR RPC 1.7(b)

• “(a) While lawyers are associated in a firm, none of them shall knowingly 
represent a client when any one of them practicing alone would be prohibited 
from doing so by Rules 1.7 or 1.9, unless the prohibition is based on a personal 
interest of the prohibited lawyer or on Rule 1.7(a)(3) and does not present a 
significant risk of materially limiting the representation of the client by the remaining 
lawyers in the firm.” See OR RPC 1.10(a)

CONFLICTS OF INTEREST (COMMON QUESTIONS)

18

• If we have a less productive client, may we help them move to new 
counsel when a new client in the same area approaches us?

• A law firm trying to take on a matter that presents a conflict under Rule 1.7 
may not simply drop a client to be free to take on a more attractive one. 
See, e.g., Flying J. Inc. v. TA Operating Corp., No. 1:06-CV-30TC, (D. 
Utah Mar. 10, 2008) (“The weight of authority holds, . . . that once the 
lawyers find themselves representing clients with adverse interests, they 
generally may not drop one client in order to represent the other, preferred 
client. In other words, a lawyer or firm may not drop a current client like a 
‘hot potato’ in order to turn the client into a former client as a means of 
curing the simultaneous representation of adverse interests.”) (internal 
citation omitted)
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CONFLICTS OF INTEREST (COMMON QUESTIONS)

19

• But what if a conflict arises between two present clients, say by virtue of a 
corporate merger or reorganization?

• “Unforeseeable developments, such as changes in corporate and other 
organizational affiliations or the addition or realignment of parties in 
litigation, might create conflicts in the midst of a representation, as when a 
company sued by the lawyer on behalf of one client is bought by another 
client represented by the lawyer in an unrelated matter. Depending on the 
circumstances, the lawyer may have the option to withdraw from one of 
the representations in order to avoid the conflict.”  See ABA RPC 1.7, Cmt. 
5.

• “Importantly, the focus of the Court in determining whether a conflict of 
interest is a 'thrust upon’ conflict of interest is on the law firm's involvement 
in the creation of the conflict of interest.”  See Truckstop, No. CV 04-561-
S-BLW (D. Idaho Jan. 3, 2006)

CONFLICTS OF INTEREST (COMMON QUESTIONS)

20

• Are purely economic competitors a conflict?
• “On the other hand, simultaneous representation in unrelated matters of 

clients whose interests are only economically adverse, such as 
representation of competing economic enterprises in unrelated litigation, 
does not ordinarily constitute a conflict of interest and thus may not require 
consent of the respective clients.”  See ABA RPC 1.7, Cmt. 6.

• However, what about two competitors, in the same technology, and both 
using patent prosecution services?
• Subject matter conflicts
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WORKING REMOTELY

21

OR RULE 5.5 UNAUTHORIZED PRACTICE OF LAW; 
MULTIJURISDICTIONAL PRACTICE
(a)A lawyer shall not practice law in a jurisdiction in violation of the 

regulation of the legal profession in that jurisdiction, or assist 
another in doing so. 

(b)A lawyer who is not admitted to practice in this jurisdiction shall 
not: 
(1)except as authorized by these Rules or other law, establish an 

office or other systematic and continuous presence in this 
jurisdiction for the practice of law; or 

(2)hold out to the public or otherwise represent that the lawyer is 
admitted to practice law in this jurisdiction. 

WORKING REMOTELY

22

RULE 5.5 UNAUTHORIZED PRACTICE OF LAW; MULTIJURISDICTIONAL 
PRACTICE
(c) A lawyer admitted in another jurisdiction, and not disbarred or suspended from practice in any jurisdiction, may 

provide legal services on a temporary basis in this jurisdiction that:
(1) are undertaken in association with a lawyer who is admitted to practice in this jurisdiction and who 

actively participates in the matter;
(2) are in or reasonably related to a pending or potential proceeding before a tribunal in this or another 

jurisdiction, if the lawyer, or a person the lawyer is assisting, is authorized by law or order to appear in 
such proceeding or reasonably expects to be so authorized;

(3) are in or reasonably related to a pending or potential arbitration, mediation, or other alternate dispute 
resolution proceeding in this or another jurisdiction, if the services arise out of or are reasonably related 
to the lawyer's practice in a jurisdiction in which the lawyer is admitted to practice and are not services for 
which the forum requires pro hac vice admission;

(4) are not within paragraphs (c)(2) or (c)(3) and arise out of or are reasonably related to the lawyer's 
practice in a jurisdiction in which the lawyer is admitted to practice; or

(5) are provided to the lawyer’s employer or its organizational affiliates and are not services for which the 
forum requires pro hac vice admission.

(d) A lawyer admitted in another jurisdiction, and not disbarred or suspended from practice in any jurisdiction, may 
provide legal services in this jurisdiction that are services that the lawyer is authorized to provide by federal law 
or other law of this jurisdiction.
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WORKING REMOTELY

23

Attorney, not licensed in Oregon, accepted a job as a general counsel for a 
public entity in Oregon. Intended to apply for reciprocal admission, but did 
not do so for four months. In the interim, attorney acted as General Counsel 
for the entity. During this time, he did not always clarify that he was not 
licensed in Oregon and at least some of the people he interacted with 
believed that he was. He worked in an office located in the state of Oregon 
and regularly provided his opinion regarding the application of Oregon law.

The Bar charged attorney with violations of RPC 5.5(a), RPC 5.5(b) and ORS 
9.160(1). 

Attorney argued that his practice was authorized by RPC 5.5(c).
What result?

WORKING REMOTELY

24

The Oregon Supreme Court held that, because Attorney’s employment in 
Oregon was conditioned on becoming licensed in Oregon, his pre-licensure 
practice was temporary within the meaning of RPC 5.5(c) and accordingly 
was authorized. 

As a result, holding himself out as an attorney and establishing an office in 
Oregon for the purpose of practicing law were also authorized. 

In re Harris
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WORKING REMOTELY
• ABA Formal Ethics Op. No. 495

• Unless a jurisdiction has expressly stated otherwise, lawyers are licensed elsewhere, but live or practice from a 
jurisdiction other than such, can continue to work remotely without violating UPL rules.

• Florida Advisory Op. 2019-4
• New Jersey attorney working from his home in Florida with no public indication of being in Florida would not run 

afoul of Florida Bar Rules
• D.C. Op. 24-20

• Rule 49 of the D.C. Court of Appeals prohibits out of state lawyers from providing their home state’s advice from 
a home or office in DC unless properly licensed, even if they don’t provide advice on D.C. law.  However, 
temporary practice exception applies “if the attorney (1) is practicing from home due to the COVID-19 pandemic; 
(2) maintains a law office in a jurisdiction where the attorney is admitted to practice; (3) avoids using a District of 
Columbia address in any business document or otherwise holding out as authorized to practice law in the District 
of Columbia, and (4) does not regularly conduct in-person meetings with clients or third parties in the District of 
Columbia.”

• Utah Op. 19-03
• “The Utah Rules of Professional Conduct do not prohibit an out-of-state attorney from representing clients from 

the state where the attorney is licensed even if the out-of-state attorney does so from his private location in 
Utah. However, in order to avoid engaging in the unauthorized practice of law, the out-of-state attorney who lives 
in Utah must not establish a public office in Utah or solicit Utah business.”

25

WORKING REMOTELY

• What about “federal law?”
• OSB Rule 5.5(c)
• Sperry v. Florida, 373 U.S. 379 (1963)

• What about trademark law?
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WORKING REMOTELY

• Beyond regulatory, how does this impact 
privilege?

27

WORKING REMOTELY

• In-house counsel was not licensed in the jurisdiction 
where they had their regular office. The court held that 
there was no attorney-client privilege for 
communications between the in-house counsel and 
the client because the in-house counsel was not 
licensed and, therefore, not an “attorney.”  See Anwar 
v. Fairfield Greenwich Ltd., 982 F. Supp. 2d 260 (SDNY 
2013) 
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NONLAWYER OWNERSHIP

• Many years ago, D.C. modified its version of Rule 5.4 to allow firms to 
have nonlawyer partners who provide professional services.

• In 2020, Utah created a “regulatory sandbox” that allows entities to include 
nonlawyer owners. 

• In 2021, Arizona eliminated its version of Rule 5.4 and substituted a 
system in which Arizona firms with nonlawyer owners may be certified by 
the Arizona Supreme Court as “alternative business structures.” 

• “A New York lawyer may not be a partner, associate or employee of a law 
firm in New York or in another jurisdiction that has direct or indirect 
ownership by nonlawyers in accordance with the rules applicable in that 
jurisdiction, unless the lawyer is lawfully practicing in the other jurisdiction 
and principally practices in such jurisdiction, and the predominant effect of 
the lawyer’s conduct is not clearly in New York”. See NYSBA Ethics Op. 
1234.
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QUESTIONS
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Emil J. Ali
McCabe & Ali LLP
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877-633-4097



Chapter 4—Presentation Slides: IP Ethics Roundup—Hot Topics in IP Practice

 4–16Intellectual Property Review—Updates and Changes from 2021


	Table of Contents
	Schedule
	Faculty
	Chapter 1A
	Presentation Slides: 2021 Trademark Year in Review: TTAB Proceedings

	Chapter 1B
	Presentation Slides: 2021 Trademark Year In Review: Federal Courts

	Chapter 2
	Presentation Slides: 2021 Patent Law Update

	Chapter 3
	Copyright Year in Review 2021
	The Year Virtual Got Real
	A Fairer Fair Use?
	Georgia v. Public.Resource.org 
	Dr. Seuss Enterprises v. ComicMix 
	Solid Oak Sketches v. 2K Games 
	Andy Warhol Foundation v. Goldsmith 

	Just in CASE (Act)
	Registration Required
	Embedded Issues
	Termination Rights
	Google v. Oracle 
	Presentation Slides: Copyright Update: Year in Review


	Chapter 4
	Presentation Slides: IP Ethics Roundup—Hot Topics in IP Practice




